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DETAILED ACTION 

1. The amendment filed November 26. 2004 has heen received and entered. 

Claims 1-15 and 22-50 have heen canceled, leaving claims 16-21 and 51-64 present for 
examination. 

Specified Hon 

2. The title of the invention is now descriptive after the amendment of Nov. 26, 2004. 



3. The objection to the disclosure because of informalities at to the description of the figures 
at pages 3-4 is withdrawn due to the amendments of Nov. 26, 2004. 

4. The attempt to incorporate subject matter into this application by reference to 
09/280,367 (page 8, 2 nJ paragraph) and 09/358,578 (page 9, 2 nd full paragraph) is now proper 
because applicant has indicated that the references are published or commonly assigned, and it 
has been indicated that 09/280,367 is now abandoned and 09/358,578 is now U.S. Patent No. 

6,342,317. 



Claim Objections 

5. The objection to claims 16, 17, 22 and 54 because of informalities is withdrawn due to 
the amendments of Nov. 26, 2004. 
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6. Claim 63 is objected to because of tke following informalities: in claim 63, it should be 
clarified that the "vibratory nebulizer" provides the spray. As "a vibratory nebulizer" has been 
provided in parent claim 16, it should be indicated that the same nebulizer is in claim 63 by 
using "the vibratory nebulizer" in claim 63 rather than "a vibratory nebulizer". 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

Tke specification shall contain a written description of tke invention, and of tke manner and process of making 
and using it, in suck full, clear, concise, and exact terms as to enable any person skilled in tke art to wkick it 
pertains, or witk wkick it is most nearly connected, to make and use tke same and skall set fortk tke Lest mode 
contemplated ky tke inventor of carrying out kis invention. 

8. Claims 16-19, 51-56 and 59-64 are rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for spraying an electrolyte/separator material on an 
inside surface of a battery separator/cathode which has already been placed in a battery can, does 
not reasonably provide enablement for the other methods claimed. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly connected, 
to make and/or use the invention commensurate in scope with these claims. 

The only invention described in the specification is the spraying of an electrolyte/separator 
material on an inside surface of a battery separator/cathode which has already been placed in a 
battery can. Applicant has provided not teachings or suggestions as to how the other inventions 
claimed could be practiced without undue experimentation by one of ordinary skill in the art. For 
example, it is unclear if the spraying of claim 16 would work if it was not applied to a specific 
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substrate or in the confines of tne Lattery can, without performing undue experimentation by 
testing all possible surfaces or application methods. 

In the amendment of Nov. 26, 2004, applicant amended the independent claim 16 to 
provide that "the electrolyte is applied to a surface in a hattery container". However, applicant 

Mr 

has not required the surface to which the electrolyte is applied is a separator or cathode, and thus 
A 

another surface could be used,, and the at ove rejection is maintained. 



9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

Tke specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
suhject matter which the applicant regards as his invention. 

10. Claims 20-21 and 59-62 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 20, line 2, the claim requires providing the separator in "a battery can" prior to 
said applying. It is unclear from the claim as worded whether the "battery can" is the same as the 
"battery container" for claim 16. if it is, then it is unclear how the claim is limiting, if it is not, 
then it should be clarified* how'the battery^o|ni£i^^ 

Claim 58, line 2, the claim requires providing the cathod in "a can" prior to said applying. 
It is unclear from the claim as worded whether the "can" is the same as the "battery container" 
for claim 16. if it is, then it is unclear how the claim is limiting. If it is not, then it should be 
clarified how the battery container is related to the can. 
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Claim 59, line 2, "a container" is referred to. It is unclear from the claim as worded 
whether the "a container" is the same as the "hattery container" for claim 16. if it is, then the 
claim should he clarified to read "the container", if it is not, then it should he clarified how the 
hattery container is related to the second container. 

The other dependent claims do not cure the defects of the claims from which they depend. 

Double Patenting 

1 1 . The nonstatutory douhle patenting rejection is hased on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted hy a patent and to prevent possihle 
harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum] 

686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 
(CCPA 1970);and, In re Tnorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory douhle patenting ground 
provided the conflicting application or patent is shown to he commonly owned with this 
application. See 37 CFR 1.130(h). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed hy the assignee must fully comply with 37 
CFR 3.73(h). 

12. Claims 16-19 and 53-63 are rejected under the judicially created doctrine of 
ohviousness-type douhle patenting as heing unpatentable over claims 1-3, 5-6, 8-10 and 14-18 
of U.S. Patent No. 6,589,612 ('612). Although the conflicting claims are not identical, they 
are not patentably distinct from each other hecause '612 provides claims that meet all the feature 
requirements of the claims of the present application, and also require other features not 
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prevented by the claims of the present application. For example, claims 6 and 8 of '612 provides 
all features required by claim 16 of the present application. 

13. In the amendment of Nov. 26, 2004, applicant stated that they "do not necessarily agree 
with this rejection, hut to obviate the rejection, Applicants may file a terminal disclaimer upon 
indication that the claims are otherwise allowable." As applicant has provided no argument to 
overcome the rejection, the obvious double patenting rejection is maintained. 

Claim Rejections - 35 USC §102 

14. The rejection of claims 16 and 19 under 35 U.S.C. 102(b) as being anticipated by Japan 
1-159964 (hereinafter '964) is withdrawn due to the amendments of Nov. 26, 2004 to require 
the vibratory nebulizer spray and the application to a surface in a battery container. 

Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

16. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), tke examiner presumes that the subject matter of tke various 
claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

17. The rejection of claims 17, 22 and 51 under 35 U.S.C. 103(a) as heing unpatentable 
over '964 as applied to claims 16 and 19 above, and further in view of Hope et al (US 4888206) 
is withdrawn due to the amendments of Nov. 26, 2004 to require the vibratory nebulizer spray 
and the application to a surface in a battery container. 

18. The rejection of claims 18 and 52 under 35 U.S.C. 103(a) as being unpatentable over 
'964 in view of Hope as applied to claims 17, 22 and 51 above, and further in view of Sono-Teh 
Technology Overview is withdrawn due to the amendments of Nov. 26, 2004 to require the 
vibratory nebulizer spray and the application to a surface in a battery container. 

19. Claims 16, 17,19-21, 51, 53, 55 and 57-64 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Reichert et al (US 6203941) in view of the admitted state of the prior 
art, Japan 1-159964 (hereinafter '964) and Hope et al (US 4888206). 

Reichert teaches a method for applying a material (a separator) in the manufacture of a 
battery. Column 2, line 45, through column 3, line 20. The material can be applied as a spray. 
Column 4, lines 15-25. The material can be a film forming separator material. Column 4, lines 
20-40. A cathode can be provided. Column 3, lines 1-5 and column 4, lines 15-25. The film 
forming material is applied to at least a portion of the cathode. Column 3, lines 1-5 and column 
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4, lines 15-25. Tke catkode is placed in a Lattery can prior to applying tke film forming 
material. Column 3, lines 1-5 and column 4, lines 15-25. Tke spray can ke provided ky inverted 
can spray coating, wkerein tke coating composition is sprayed vertically upwardly in to an inverted 
kattery can containing a catkode. Column 3, lines 1-5. Tke system can kave at least two 
components. Column 6, lines 45-60 (for example) and also column 7, lines 5-20. Tkese 
components can ke applied simultaneously as a spray. Column 4, lines 15-25. Tke components 
are separate to tke extent tkat tke two components are two different materials before tkey are 
comkined to form tke "simultaneous" spray. Tke surface can ke an elongated cavity in tke 
container. Figures 1-3 and column 3, lines 20-30. Tke surface can ke cylindrical. Column 2, 
lines 50-55 and figures 1-3. Tke surface can ke non-cylindrical. Column 2, lines 50-60. 

Reickert teackes all tke features of tkese claims except (1) tke spraying of tke electrolyte 
on tke separator, (2) tke avoiding of tke pooling (claim 21), (3) applying a film forming material 
witk tke electrolyte (claim 53), (4) tke sequential application (claim 55), (5) tke electrolyte on tke 
catkode (claim 57), (6) tke undulating loke (claim 62), (7) rotating tke container during 
application of electrolyte (claim 64), (8) tke use of tke vikratory nekulizer (claims 16, 63) and (9) 
tke droplet size (claims 17,51). 

However, tke admitted state of tke prior art, at page 1 of tke specification, teackes tkat in 
tke manufacture of katteries it is common to start witk a cylindrical can to wkick is first added a 
pelletized catkode material in tke skape of an annulus. A separator is tken placed against tke 
surface of tke catkode inside tke annulus. Tke separator made ky a preformed cylindrical skeet or 
may ke a material tkat is applied as a liquid and tken forms a stakle film. A small preckarge of 
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electrolyte is then added to wet the separator. The precharge is poured in the annular opening 
defined hy the separator and forms a small pool at the hottom of the can from which it wicks into 
the separator after a period of time. 

'964 teaches a method for applying electrolyte in the manufacture of a hattery, where the 
electrolyte is applied to a separator in the form of a spray. See the ahstract. 

Hope teaches a method for applying a material to a substrate in a process of 
manufacturing a hattery. Column 1, lies 5-20 and column 2, lines 15-25. The material is 
applied to the suhstrate in the form of a spray generated hy a vihratory nehulizer. Column 5, lines 
45-68 and column 2, lines 15-25. Hope teaches that the droplet size is less than 20 microns. 
Column 6, lines 5-15. 

It would have heen ohvious to one of ordinary skill in the art at the time the invention was 
made to modify Reichert to spray apply electrolyte to the separator on a cathode in the hattery 
can as suggested hy the admitted state of the prior art and. '964 in order to provide a desirahle 
electrolyte application, hecause Reichert teaches a desirable method of manufacturing a hattery 
includes spray application of a multicomponent separator onto a cathode in a hattery can, and the 
admitted state of ike prior art further teaches that it is need to provide an electrolyte material to 
wet this separator and '964 teaches that a desirahle method of applying electrolyte to a separator 
is hy spraying. Given the teaching of Reichart of applying the separator material hy spraying, it 
would he desirahle to continue this spray application hy applying the electrolyte sequentially on 
the separator. It would further have heen ohvious to provide the spraying of the electrolyte using 
the inverted can position of Reichert with an expectation of desirahle coating results, which would 
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also prevent pooling of the spray in the hottom of the can, since tkis spray method is suggested as 
desirable positioning by Reichert. It would further have keen ohvious to use an undulating lobe 
surface in the hattery container with an expectation of desirable coating results, because Reicher 
teaches that non-cylindrical shaped batteries can be coated (column 2, lines 50-60) and it is the 
Examiner's position that undulating shaped cathode surfaces are well known in the battery art. It 
would further have been obvious to rotate the surface while spraying so as to fully coat all — 
surfaces, since it is the Examiners position that it i?well known when spraying interior surfaces 
to rotate the surface while spraying to fully cover all areas. It would further have been obvious to 
modify Reichert in view of the admitted state of the prior art and '964 to use a vibratory 
nebulizer as described by Hope in order to provide the spray with an expectation of desirable 
coating results, because both Reichert in view of the admitted state of the prior art and '964 and 
Hope teach spraying material for battery purposes and Hope teaches that a desirable method of 
forming fine spray drops is a vibratory nebulizer. This vibratory spray method would provide the 
droplet size of less than 20 microns. 

20. Claims 18 and~52 are' reject^ 

Reichert in view of the admitted state of the prior art, '964 and Hope as applied to claims 16, 
17,19-21, 51, 53, 55 and 57-64 above, and further in view of Sono-Tek Technology Overview. 

Reichert in view of the admitted state of the prior art, '964 and Hope teaches all the 
features of these claims except the spray velocity 
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However, Sono-Tek teaches tkat wken using ultrasonic atomizing nozzles, a low velocity 
spray of 3-5 inckes/second can ke provided. Page 1. 

It would kave keen okvious to one of ordinary skill in tke art at tke time tke invention was 
made to modify Reickert in view of tke admitted state of tke prior art, '964 and Hope to use a 
low velocity flow as described ky Sono-Tek witk an expectation of desirakle coating results, 
kecause kotk Reickert in view of tke admitted state of tke prior art, '964 and Hope and Sono- 
Tek teack spraying material witk nekulizers and Sono-Tek teackes a conventional desirakle spray 
velocity wken using nekulizers. 

21. Claim 54 is rejected under 35 U.S.C. 103(a) as keing unpatentakle over Reickert in view 
of tke admitted state of tke prior art, '964 and Hope as applied to claims 16, 17,19-21, 51, 53, 
55 and 57-64 akove, and furtker in view of BP 898 316 Al (kerinafter '316). 

Reickert in view of tke admitted state of tke prior art, '964 and Hope teackes all tke 
features of tkis claim except tke use of PVA. 

However, '316 teackes tke formation of separators for katteries. Page 4, lines 50-55. 
Tke separator comprises a porous kase, suck as a porous film, and an organometallic compound 
applied to tke kase. Page 4, lines 50-55. Tke porous film can include PVA, polyvinyl alcokol. 
Page 6, lines 35-45. Tke PVA can ke applied ky spray coating or tke like to tke porous kase. 
Page 9, lines 35-55. Sequentially tke organometallic compound can ke applied ky spraying to 
form tke separator. Page 11, lines 40-45. 
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It would have been obvious to one of ordinary skill in tke art at tke time tke invention was 
made to modify Reickert in view of tke admitted state of tke prior art, '964 and Hope to use 
PVA as a separator component as described ky 316 witk an expectation of desirakle coating 
results, because botk Reickert in view of tke admitted state of tke prior art, '964 and Hope teack 
separators for kattery purposes and 316 teackes tkat a desirakle material in separators is PVA. 



Response to Arguments 
22. Applicants arguments filed Nov. 26, 2004 kave keen fully considered kut tkey are not 
persuasive. 

Applicant's Arguments 

As to tke rejection of claims using tke comkination of Reickert, tke admitted state of tke 
prior art, and Hope, applicant argues tkat '964 is directed to applying electrolyte to a plate or 
separator of a fuel cell, not to a surface in a kattery container, as '964 kas notking to dp witk 
katteries. Applicant argues tkat Hope is directed to coating a flat sukstrate for katteries, but does 
not indicate tkat tke electrolyte is applied ky spraying. Hope also does not disclose or suggest 
applying a kattery material in a kattery container. Reickert does disclose applying a kattery 
material as a spray in a kattery container, but tke material is a separator material, not an 
electrolyte. As to tke admitted state of tke prior art, application argues tkat wkile it does disclose 
tkat an electrolyte can be applied to a surface in a battery container, tkere is no suggestion tkat 
tke electrolyte is in tke form of a spray. Tkus, according to applicant, one of ordinary skill in tke 
art would not kave looked to '964 as it is not concerned witk katteries. Applicant furtker argues 
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tkat wkile trie Examiner reasoned tkat since Reickert descrikes spraying a separator material, tken 
it would ke desirakle to continue tke spray application ky applying an electrolyte witk tke 
separator since tke electrolyte is to ke impregnated into tke separator anyway, tkis conclusory 
assertion kas no support in tke record, since tkere is no indication tkat spraying an electrolyte 
witk tke separator would work. Applicant furtker states tkat tkey do not concede to tke positions 
tkat tke Examiner asserted were well known. 
Tke Examiner's Response 

Tke Examiner kas reviewed tke akove arguments, kowever, tke claim rejections akove are 
maintained. As to tke combination of tke references, appkcant appears to ke arguing tkat tke 
only suggestion of applying tke electrolyte in tke form of a spray comes from '964, wkick 
applicant argues is essentially non-analogous art as it is not concerned witk katteries. In response 
to applicant's argument tkat '964 is nonanalogous art, it kas keen keld tkat a prior art reference 
must eitker ke in tke field of applicant's endeavor or, if not, tken ke reasonakly pertinent to tke 
particular problem witk wkick tke applicant was concerned, in order to be relied upon as a kasis 
for rejection of tke claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 
(Fed. Cir. 1992). In tkis case, at tke very least is reasonakly pertinent to tke particular proklem 
witk wkick applicant was concerned, tke application of electrolyte materials. '964 teackes tke 
spray application of electrolyte material to a separator sukstrate to impregnate tke separator. 
'964 teackes tkat tkis kelps "kattery" output ckaracteristics. Tkus, at tke least '964 indicates 
tkat electrolyte can ke sprayed to a separator sukstrate and tke resulting product will kave kattery 
output. To one of ordinary skill in tke art tkis would indicate tkat tke article produced would 
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have Lattery characteristics and he related to batteries. Furthermore, as indicated by the admitted 
state of the prior art, it is well known that when making Latteries in containers, a separator ana 
cathode are provided in the container, and a liquid electrolyte material is then added to wet the 
separator. Thus, it is suggested that when making a Lattery hy the method suggested hy Reichert, 
where a separator is sprayed inside a Lattery container, it would have Leen oLvious to further spray 
the electrolyte onto the separator, given the teaching of '964 as to knowledge of spraying of an 
electrolyte, Hope as to the vihratory neLulizer spraying of liquid Lattery materials and the 
admitted state of the prior art as to the knowledge of applying a liquid electrolyte to a separator in 
a Lattery container when making Latteries, for the reasons discussed in the rejection of claim 16 
aLove. As to the argument that there is no suggestion of applying the electrolyte with the 
separator, the 35 USC 103 rejection of claim 56 as to the simultaneous application of electrolyte 

has hejert 

and separator as he withdrawn. However, the suggestion would clearly Le there for sequential 
A 

application, Lecause the prior art clearly indicates that the separator is formed and then 
impregnated with electrolyte. As to applicant's statement that they do not concede to the 
positions that the Examiner asserted were well known, the Examiner notes that MPEP 2144.03 
C. indicates that to adequately traverse a finding Ly the Examiner of what is well known in the 
art, "an applicant must specifically point out the supposed errors in the examiner's action, which 
would include stating why the noticed fact is not considered to Le common knowledge or well- 
known in the art." Here, the applicant has not pointed out any reasons as to why the noticed fact 
is not considered to Le common knowledge or well-known in the art and, in fact, does not actually 

As 

indicate that he disagrees with the Examiner, merely that the positions are not "conceded". *A&a 
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result, the Examiner takes the position that the statements of well known in the art is taken to he 
admitted prior art (see MPEP 2144.03 C). 

Conclusion 

23. Applicants amendment necessitated the new ground (s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will he calculated from the mailing date of the advisory action. In no event, 
nowever, statutory period for reply expire later than SIX MONTHS from the date of this 

final action. 

24. Any inquiry concerning this communication or earlier communications from the 
examiner should he directed to Katherine A. Bareford whose telephone numher is (571) 272- 
1413. The examiner can normally he reached on M-F(6:30-4:00) witk the First Friday off. 

if attempts to reach the examiner hy telephone are unsuccessful, the examiner's 
supervisor, Shrive P. Beck can he reached on (571) 272-1415. The fax phone numhers for the 
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organization where this application or proceeding is assigned are (703) 872-9306 for regular 
communications and for After Final communications. 

Otter inquiries can be directed to the Tech Center 1700 telephone number at (571) 
272-1700. 

Furthermore, information regarding the status of an application may he obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may he obtained from either Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov . Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

KArHBWEBAraEPORD 
PRIMARY EXAMINER 



